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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S. C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Response to Arguments 

2. Applicant's arguments filed 10 December 2003 have been fully considered but they are 
not persuasive. With respect to claims 1-6, 8-13, 15-21, 23-28, and 30, the office maintains the 
35 use 102(b) reject as Boswell (US 5,559,933) anticipates the claims as shown in rejects 1-30 
below. In response to applicant's arguments that Boswell does not teach or detail the ability to 
manage the record information of the printing performed by each of the plurality of terminal 
devices. Boswell teaches that the DEPCON PC component 134 executes on a PC 1 14, The 
DEPCON component handles print file transfer, administration, and printing functions; 
DEPCON PC component contains a file viewer that allows a user to preview print files, perform 
searches on files, copy portions of a print file to a WINDOWS clipboard, and print some or all of 
a file. DEPCON PC includes providing custom header and trailer pages for print files, and 
logging of records for cost accounting, print job tracking, or statistical reports. Therefore, for the 
above stated reasons Boswell anticipates the claims as stated. 

3. After further review, the 35 USC 103(a) rejections of claims 7, 14, 22, and 29, as being 
unpatentable over Boswell and further in view of Kraslavsky et al. (US 5,537,626), have been 
changed to a 35 USC 102(b) as being anticipated by Boswell. Boswell clearly states in column 
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13, lines 65-67, and column 14, lines 1-5, that each file mask in the file mask library contains 
mask criteria, a file name, and possibly contains a print attribute library name, a physical or 
logical printer name, and/or a Transfer Attribute Library entry name. Matches might take place 
on run identifier, use identifier, file name, file qualifier, file cycle, account number, file type, 
project identifier, host system name, print queue name, or number of pages in a print file. Which 
anticipates claims 7, 14, 22, and 29. 

4. Applicant's arguments with respect to new claims 3 1-34 have been considered but are 
moot in view of the new ground(s) of rejection. 

5. The objection with regard to the drawings as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference sign(s) not mentioned in the description: In fig. 10, 
#S202, the specification has been changed to reflect afore mentions reference sign. Therefore, in 
amendment of 12/10/2003, the objections to the drawings have been overcome, and are 
withdrawn. 

Response to Amendment 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1-30 are rejected under 35 U.S.C. 102(b) as being anticipated by Boswell (US 
5,559,933). 

Regarding claim 1. Boswell details an information processing apparatus (fig. 4, #134, 
column 9, lines 17-49) for instructing each of a plurality of terminal devices connected via a 
network to transfer image information to a printer in response to print requests from the plurality 
of terminal devices (fig. 3, items 112, 114, 116, 118) comprising: 

specifying means (column 13, lines 19-31, Fig. 3, #272) for specifying a terminal device, 
in which image information to be printed has been stored (column 6, lines 46-63), in accordance 
with print requests from said plurality of terminal devices; 

and first designating means (fig. 7, #278, column 13, lines 1-18) for instructing a terminal 
device that has been specified by said specifying means to transfer the image information to a 
printer, and 
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management means (fig. 4, #134, column 9, lines 17-49) for managing record 
information of the printing performed by each of the terminal devices according to the 
instruction. 

Regarding claim 2 , Boswell discloses an apparatus wherein each of the plurality of 
terminal devices comprises that further comprises: 

a second designating means (fig. 7, #276, column 13, lines 1-18) for designating a printer 
that is to print image information; 

wherein said first designating means (fig. 7, #278, column 13, lines 1-18) instructs 
transfer of the image information in dependence upon mode of connection between the printer 
designated by said second designating means and the terminal device storing the image 
information. 

Regarding claim 3, Boswell discloses an apparatus wherein said first designating means 
instructs transfer of the image information in dependence upon whether said terminal device and 
printer are connected locally or via a network (column 14, lines 30-50). 

Regarding claim 4, Boswell discloses an apparatus wherein said specifying means 
includes a management database for managing image information as image file names; and 

wherein said specifying means specifying a terminal device, which is storing image 
information to be printed, based upon an image file name that has been registered in said 
management database (column 9, lines 50-67, column 10, lines 1-5). 

Regarding claim 5 , Boswell discloses an apparatus wherein the image file name is a 
combination of a unique file name in the terminal device storing the image information and an 
identifier of this terminal device (column 16, lines 34-60). 
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Regarding claim 6. Boswell discloses an apparatus that further comprise a totahzation 
means (fig. 4, #134, column 9, lines 14-44) to total statistical information analyzation based upon 
attribute information in said management database. 

Regarding claim 7 , Boswell discloses an apparatus wherein the attribute information 
includes in column 13, lines 65-67, and column 14, lines 1-5, that each file mask in the file mask 
library contains mask criteria, a file name, and possibly contains a print attribute library name, a 
physical or logical printer name, and/or a Transfer Attribute Library entry name. Matches might 
take place on run identifier, use identifier, file name, file qualifier, file cycle, account number, 
file type, project identifier, host system name, print queue name, or number of pages in a print 
file. 

Regarding claim 8, Boswell details a method for instructing each of a plurality of 
terminal devices connected via a network to transfer image information to a printer in response 
to print requests from the plurality of terminal devices (fig. 3, items 1 12, 1 14, 1 16, 1 18) said 
method comprising: 

a specifying step (column 13, hnes 19-31, Fig. 3, #272) for specifying a terminal device, 
in which image information to be printed has been stored (column 6, lines 46-63), in accordance 
with print requests from said plurality of terminal devices; 

a first designating step (fig. 7, #278, column 13, lines 1-18) for instructing a terminal 
device that has been specified by said specifying means to transfer the image information to a 
printer, and 

management step (fig. 4, #134, column 9, lines 17-49) for managing record information 
of the printing performed by each of the terminal devices according to the instruction. 
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Regarding claim 9 , Boswell discloses an apparatus wherein each of the plurality of 
terminal devices comprises that further comprises: 

a second designating step (fig. 7, #276, column 13, lines 1-18) for designating a printer 
that is to print image information; 

wherein said first designating step (fig. 7, #278, column 13, lines 1-18) instructs transfer 
of the image information in dependence upon mode of connection between the printer designated 
by said second designating means and the terminal device storing the image information. 

Regarding claim 10. Boswell discloses a method wherein said first designating step 
instructs transfer of the image information in dependence upon whether said terminal device and 
printer are connected locally or via a network (column 13, lines 9-18). 

Regarding claim 11. Boswell discloses a method wherein said specifying step specifies a 
terminal device, which is storing image information to be printed, based upon an image file name 
that has been registered in a management database for managing image information as image file 
names (column 16, lines 51-60). 

Regarding claim 12 . Boswell discloses a method wherein the image file name (column 
16, hnes 51-60) is a combination of a unique file name in the terminal device storing the image 
information and an identifier of this terminal device (column 12, Hnes 44-64). 

Regarding claim 13 . Boswell discloses a method further comprises a totalization step of 
totalizing statistical information based upon attribute information in said management database 
(column 9, lines 14-44). 

Regarding claim 14 . arguments are analogous for those presented for claim 7, are 
applicable. 
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Regardine claim 15, Boswell discloses a computer-readable storage medium storing 
program code of a method of controlling an information processing apparatus (column 15, lines 
54-63; fig. 7, #290), comprising: 

code of a specifying step of specifying a terminal device, in which image information to 
be printed has been stored, in accordance with print requests from a plurality of terminal devices; 

code of a designating step of instructing a specified terminal device to transfer the image 
information to a printer; and 

code of a management step (fig. 4, #134, column 9, Unes 17-49) for managing record 
information of the printing performed by each of the terminal devices according to the 
instruction. 

Regarding claim 16'. Boswell discloses an information processing apparatus (fig. 4, 
#134, column 9, lines 17-49) comprising: 

specifying means (column 13, lines 19-31, Fig. 3, #272) for specifying an image storage 
device, in which image information to be printed has been stored (column 6, lines 46-63), in 
accordance with print requests fi*om said plurality of terminal devices; 

and first designating means (fig. 7, #278, column 13, lines 1-18) for instructing that the 
image information, which has been stored in an image storage device specified by said 
specifying means, is transferred to a printer, and 

management means (fig. 4, #134, column 9, lines 17-49) for managing record 
information of the printing performed by each of the terminal devices according to the 
instruction. 
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Regarding claim 17 , Boswell discloses an apparatus wherein each of the plurality of 
terminal devices comprises: 

a second designating means (fig. 7, #276, column 13, lines 1-18) for designating a printer 
that is to print image information; 

wherein said first designating means (fig. 7, #278, column 13, lines 1-18) instructs 
transfer of the image information in dependence upon mode of connection between the printer 
designated by said second designating means and the terminal device storing the image 
information. 

Regarding claim 18, arguments are analogous for those presented for claim 3, are 
appUcable. 

Regarding claim 19 , Boswell discloses an apparatus wherein said specifying means 
includes a management database (column 9, Unes 50-67, column 10, lines 1-5) for managing 
image information as image file names; said specifying means specifying an image storage 
device, which is storing image information to be printed, based upon an image file name that has 
been registered in said management database. 

Regarding claim 20 , arguments are analogous for those presented for claim 5, are 
applicable. 

Regarding claim 21 , arguments are analogous for those presented for claim 6, are 
applicable. 

Regarding claim 22, arguments are analogous for those presented for claim 7, are 
applicable. 

Regarding claim 23, Boswell details a method of controlling an information processing 
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apparatus (fig. 4, #134, column 9, lines 17-49) comprising: 

specifying step (column 13, lines 19-31, Fig. 3, #272) for specifying a terminal device, in 
which image information to be printed has been stored (column 6, lines 46-63), in accordance 
with print requests from said plurality of terminal devices via a network; 

first designating step (fig. 7, #278, column 13, lines 1-18) for instructing that the image 
information, which has been stored in an image storage device specified by said specifying 
means, is transferred to a printer, and 

management step (fig, 4, #134, column 9, lines 17-49) for managing record information 
of the printing performed by each of the terminal devices according to the instruction. 

Regarding claim 24 , Boswell discloses an apparatus wherein each of the plurality of 
terminal devices comprises: 

a second designating means (fig. 7, #276, column 13, lines 1-18) for designating a printer 
that is to print image information; 

wherein said first designating means (fig. 7, #278, column 13, lines 1-18) instructs 
transfer of the image information in dependence upon mode of connection between the printer 
designated by said second designating means and the terminal device storing the image 
information. 

Regarding claim 25 . arguments are analogous for those presented for claim 3, are 
applicable. 

Regarding claim 26 . Boswell details a method wherein said specifying step includes 
specifying an image storage device, which is storing image information to be printed, based upon 
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an image file name that has been registered in a management database for managing image 
information as image file names (column 16, lines 34-60). 

Regarding claim 27 , arguments are analogous for those presented for claim 5, are 
applicable. 

Regarding claim 28, arguments are analogous for those presented for claim 6, are 
apphcable. 

Regarding claim 29, arguments are analogous for those presented for claim 7, are 
apphcable. 

Regarding claim 30 , Boswell details computer-readable storage medium storing 
program code of a method of controlling a printing system, comprising: 

code of a specifying step (column 9, lines 17-49) of specifying an image storage device, 
in which image information to be printed has been stored, in accordance with a print request 
from a terminal device; and 

code of a designating step (column 9, lines 17-49) of instructing that the image 
information, which has been stored in a specified image storage device, be transferred to a 
printer; 

management step (fig. 4, #134, column 9, lines 17-49) for managing record information 
of the printing performed by each of the terminal devices according to the instruction. 

Claim Rejections - 35 USC §103 
9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 31-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Boswell as 
applied to claims 1-30 above, and further in view of Yamazaki (US 6,639,690). 

Regarding claim 31, Boswell details an information processing apparatus (fig. 4, #134, 
column 9, lines 17-49) for instructing each of a plurality of terminal devices connected via a 
network to transfer image information to a printer in response to print requests from the plurality 
of terminal devices (fig. 3, items 112, 114, 116, 118) comprising: 

specifying means (column 13, lines 19-31, Fig, 3, #272) for specifying a terminal device, 
in which image information to be printed has been stored (column 6, lines 46-63), in accordance 
with print requests from said plurality of terminal devices; 

and first designating means (fig. 7, #278, column 13, lines 1-18) for instructing a terminal 
device that has been specified by said specifying means to transfer the image information to a 
printer. 

Boswell teaches that in column 14, lines 51-60 that the DEPCON system also provides a 
print preview mode of operation where any print file may also be viewed in text mode without 
printing the file. Boswell does not explicitly detail the ability to control a display device to 
display a list of print orders to which thumbnail images are added. 

However, Yamazaki teaches the ability to display a low resolution of the image (column 
13, lines 47-54 and column 14, hnes 41-46), which is retrieved by the parameter coordination 
subsection (fig. 3, #76) and its thumbnail images are seen on the display (fig. 1, #20). 
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At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to combine the Boswell ability to view images before printing on the display with 
Yamazaki ability to view the image as a thumbnail on a display. 

The suggestion/motivation for doing so would have been to display frames before and 
after the image of interest, and at the same time to carry out further accurate verification for 
printing. 

Therefore, it would have been obvious to combine Boswell with Yamazaki to obtain the 
invention as specified in claim 3 1 . 

Regarding claim 32, Boswell teaches that in column 14, lines 51-60 that the DEPCON 
system also provides a print preview mode of operation where any print file may also be viewed 
in text mode without printing the file. Boswell does not expUcitly detail the ability to control a 
display device to display a list of print orders to which thumbnail images are added. Boswell 
does not explicitly detail an acquisition means for acquiring image information stored in a 
terminal device in accordance with a display request or the list of print orders from the terminal 
device; or a transfer means for generating a thumbnail image based on the image information 
and transferring the thumbnail image to the terminal device. 

Yamazaki does teach the an acquisition means (fig. 3, #76, column 13, Unes 47-54) for 
acquiring image information stored in a terminal device in accordance with a display request or 
the Ust of print orders from the terminal device; and a transfer means (fig. 3, #76, column 13, 
lines 59-64) for generating a thumbnail image based on the image information and transferring 
the thumbnail image to the terminal device. 
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Therefore, it would have been obvious at the time the invention by one skilled in the art 
to combine the ability of Yamazaki with Boswell to be able to manage the images from the 
thumbnail images. 

Regarding claim 33. Boswell details a method of controlling an information 
processing apparatus (fig. 4, #134, column 9, lines 17-49) comprising: 

specifying step (column 13, lines 19-31, Fig. 3, #272) for specifying a terminal device, in 
which image information to be printed has been stored (column 6, lines 46-63), in accordance 
with print requests from said plurality of terminal devices via a network; 

first designating step (fig. 7, #278, column 13, lines 1-18) for instructing that the image 
information, which has been stored in an image storage device specified by said specifying 
means, is transferred to a printer, and 

Boswell teaches that in column 14, lines 5 1-60 that the DEPCON system also provides a 
print preview mode of operation where any print file may also be viewed in text mode without 
printing the file. Boswell does not explicitly detail the ability to control a display device to 
display a Ust of print orders to which thumbnail images are added. 

However, Yamazaki teaches the ability to display a low resolution of the image (column 
13, lines 47-54 and column 14, lines 41-46), which is retrieved by the parameter coordination 
subsection (fig. 3, #76) and its thumbnail images are seen on the display (fig. 1, #20). 

At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to combine the Boswell ability to view images before printing on the display with 
Yamazaki ability to view the image as a thumbnail on a display. 

The suggestion/motivation for doing so would have been to display frames before and 
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after the image of interest, and at the same time to carry out further accurate verification for 
printing. 

Therefore, it would have been obvious to combine Boswell with Yamazaki to obtain the 
invention as specified in claim 33. 

Regarding claim 34, Boswell details computer-readable storage medium storing 
program code of a method of controlling a printing system, comprising: 

code of a specifying step (column 9, lines 17-49) of specifying an image storage device, 
in which image information to be printed has been stored, in accordance with a print request 
from a terminal device; and 

code of a designating step (column 9, lines 17-49) of instructing that the image 
information, which has been stored in a specified image storage device, be transferred to a 
printer; 

Boswell teaches that in column 14, lines 5 1-60 that the DEPCON system also provides a 
print preview mode of operation where any print file may also be viewed in text mode without 
printing the file. Boswell does not explicitly detail the ability to control a display device to 
display a list of print orders to which thumbnail images are added. 

However, Yamazaki teaches the ability to display a low resolution of the image (column 
13, lines 47-54 and column 14, lines 41-46), which is retrieved by the parameter coordination 
subsection (fig. 3, #76) and its thumbnail images are seen on the display (fig. 1, #20). 

At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to combine the Boswell ability to view images before printing on the display with 
Yamazaki ability to view the image as a thumbnail on a display. 
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The suggestion/motivation for doing so would have been to display frames before and 
after the image of interest, and at the same time to carry out further accurate verification for 
printing. 

Therefore, it would have been obvious to combine Boswell with Yamazaki to obtain the 
invention as specified in claim 34. 
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Conclusion 



1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 , 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Application/Control Number: 09/503,478 



Page 18 



Art Unit: 2622 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L Jones whose telephone number is (703) 305-4675. The 
examiner can normally be reached on Monday - Friday (7:00am - 3:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAJR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



David L. Jones 
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